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= “Future wars will no longer be waged to conquer
territories, but semantic fields, such as copyrights,
trademarks, logos, domain names, keywords for
search engines, Web links, information hijacking, etc.”

From

International IP Law to

uniform policies: the

UDRP example

Cédric Manara
<www.cedricmanara.com>

Hanken School of Economics, November 4, 2010

Pierre Levy, Cyberdémocratie, 2001 1 )
From
(complex) Trademarks / Namespaces
International IP Law to Goge | [ goo00gle.com
(simplistic) = hankenfi

uniform policies: the
(good or bad?)
UDRP example

Cédric Manara

<www.cedricmanara.com>
Hanken School of Economics, November 4, 2010

= jeunes.paris.fr

NOKIA
Connecting People . http;//www, u-

= geocities.com/bertranddelanoe

strasbg.fr/svp/index.html

EENE = package-internet@hotmail.com

Trademarks / Namespace

Intellectual Property
= Public source :

 Legal titles issued by
an administration

* Regime determined by
law

* Territorial scope
* National courts

+=

Naming :
= Private ordering :

» Legal entity provides a
service

« Contractual regime

* Use within the space
where allocated

« ‘Arbitral’ proceedings
are possible

Global brand, Int’l IP issues

= 1995: Registration of iphone.com7

= 2007: Redirection to www.apple.com/iphone
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The iPhone case [2]

= June 29, 2007 : iPhone launching in the USA

= July 24, 2007 :

21.822 names use the chain of characters “iphone"

— iphoneanywhere.com
— 360iphone.com...
* 476 are a typo of "iphone"
— i-phone.com
— iphOne.com...

The iPhone case [3]

= Majority of names : typosquatting |
* iohone.com

= Some names are not used

= Other are used for:
* Fans sites: everythingiphone.com
* News sites: i-phone.com, iphonematters.com
» ‘Technique’ sites: iphonehacks.com
 Parking sites: iohone.com
 Frauds: freeappleiphonesnow.com
* Mushroom sites: iphone + nano
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Domain names economy

= An illustration of the ‘long tail economy’

Head

Popularity

Long Tail

Products
Long Tail graph from Chris Anderson

Domain names and
International IP law

1. Historical & technical background

2. U.D.R.P. principles

3. Practice of the U.D.R.P.

1. Historical & technical
background

1984104

20474.112.1

207142131234

1.1. Electronic address
structures

= From the Internet Protocol...
» Example: http://128.214.104.36

= ... to the domain name
* http://www.hanken.fi/



http://128.214.104.36/
http://www.hanken.fi/
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Electronic address structures

= Each address is made up of at least
» one Top Level Domain (TLD)

—gTLD
—orccTLD

» a Second Level Domain (SLD)

Electronic address structures

= The SLD can:
» have up to 62-64 characters
* be written with figures: 2600.com
+ be multilingual. Examples: = ¥ cam

s Egyptian Ministry of Communications and Information Technology

The hierarchical organization of domains

An authority manages every
namespace

Levels root P
= TLDs are managed by reqistries
1 fi .org .net .com .eu
contract contract " i 1+ NATIONAL D OF PATENTS
itract Private authorities for gTLDS i tresufa o it
2 .hanken .blogspot .edhec — (almost) no registration rules
contract aareement
; = (Almost) private authorities for ccTLDs
3 domain legal p
—in each country, an authority receveid a delegation
for its own ccTLD  [Ficora in Finland]
—This authority create its own rules for registering
> Directory of authorities
15 16
W IANA test JLas), IANA test
H 1 e N Taiwan, Province of China / Taiwan Network
g en er I C TO p L eVEl DO m al n S N JANA test ot Information Center (TWNIC)
Taiwan, Province of China / Taiwan Network
.aero 2001 | Société Internationale de Télécommunications Aeronautiques SC -ucnbiTaHue | IANA test B Information Center (TWNIC)
asia 2008 | DotAsia United Arab Emirates / Telecommunications
HAE IANA test i ), )
biz 2001 | NeuLevel Bl eS| = Regulatory Authority (TRA)
cat 2005 | Fundaci6 puntCAT voyu. JANA test o JordanENatio)nal Information Technology
. B Center (NITC
.com 1995 | VeriSign, Inc.
China / China Internet Network | z Saudi Arabia / Communications and
thE Lo gmad)
-coop 2001 | DotCaoperation, LLC A Information Center B . Information Technology Commission
edu 1995 | EDUCAUSE e China / China Internet Network oy Thailand / Thai Network Information Center
.gov 1995 | US General Services Administration - Information Center Foundation
info 2001 | Afilias Limited o SriLanka/ LK Domain Registry | .pdp Fufﬂg\;ﬁderaﬁon / Coordination Center
int 1998 | Internet Assigned Numbers Authority or
jobs 2005 | Employ Media LLC AR IANA test (oS Tunisia / Agence Tunisienne d'Internet
.mil 1995 | US DoD Network Information Center 5o Egypt / National Telecommunication
. IANA test Has, .
.museum 2001 | Museum Domain Management Association, (MuseDoma) Regulatory Authority = NTRA
name 2001 | Global Name Registry, LTD .UBlL6nE | IANA test @ 60MIEN & | Sri Lanka / LK Domain Registry
.net 1995 | VeriSign, Inc. S Hong Kong / Hong Kong Internet | . i Palestinian Territory, Occupied / Ministry of
org 1995 | Public Interest Registry Registration Corporation Ltd. Telecom (MTIT)
pro 2002 | RegistryPro, LTD .Sokiun IANA test TRk IANA test
travel 2005 | Tralliance Corporation 1 18



http://www.icann.org/tlds/
http://www.icann.org/registries/listing.html
http://www.iana.org/cctld/cctld-whois.htm
http://ein-neger-mit-gazelle-zagt-im-regen-nie.de/
http://www.2600.com/
http://www.verisign-grs.com/idn/index.html
http://arbiter.wipo.int/domains/decisions/html/2000/d2000-1791.html
http://www.iana.org/cctld/cctld-whois.htm
http://www.norid.no/domenenavnbaser/domreg.html
http://www.nic.us/
http://www.nic.us/policycouncil/policy_council_charter.pdf
http://www.norid.no/domreg.html
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New generation

@wamsurc

@vm
@-eng
@

.eco, .gay, .music, .free, .sport, ...

.paris, .berlin, .nyc, .sfo, .riga...
.irish, .zulu, .bzh, .scot, .africa...

.canon (and... ?)

Trademark holders concerns:

* Register, or not?

» Specific dispute resolution?

gA33q¢

country code Top Level
Domains

5
.g ~
" ™
10
"

0488 4989959048R5248

i M

WEEE5y=sg
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Private namespace / Sovereign States

Domain: tv

Sponsoring Organization: Ministry of
Finance and Tourism

Domain: ax

Sponsoring Organization: Alands
landskapsregering

2 Vaiaku Rd Strandgatan
Mariehamn 22100
Funafuti
unatut Aland Islands, Finland
Tuvalu
Domain: su Domain: ps

Sponsoring Organization: Russian
Institute for Development of Public
Networks (ROSNIIROS)
Kurchatov Sq., Moscow 123182
Russian Federation

Sponsoring Organization: Ministry Of
Telecommunications & Information
Technology, Government Computer
Center

Al-Irsal Street. City: Ramallah 674
Palestine

Palestinian Territory, Occupied

Internet Corporation
for
Assigned Names
and Numbers (ICANN)

Registries [TLDs] —— Registrars

4 Registrants

22

E11.2. Historical background

= JANA (Internet Assigned Number Authority)

v
= NSI (Networks Solutions Inc.)

v
= VeriSign
v v v
= Internic L.C.A.N.N. (and VeriSign)

24



http://www.iana.org/
http://www.networksolutions.com/
http://www.verisign.com/
http://www.internic.net/
http://www.icann.org/general/bylaws.htm
http://www.icann.org/tlds/agreements/verisign/com-index.htm
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Historical background First come, first served

= How ‘cybersquatting’ was invented ) + )
* The Wired / mcdonalds.com story (oct. 94) Low reg|5te”ng costs
eSS ) +

High procedural costs

TM infringement

Wonai remedy: w

= Why it has never stopped since then

2. The birth of UDRP

< |@. btk fuww France2.comf - \g, bkt v France 3, comf

Go - i

B A o fem T

=

i | o

france

French is dirty frogs...| Domain names registrations by country (July 2000)
(source : Manuel Castells, The Internet Galaxy, 2002)

R A

18 813 849 membresls @

‘We invite partner for join our business!..

contact us : netiEEdeammz.com 28

L =T SR g

2.1. How to get back a stolen domain

a g a . . .
ameaican name in an international context?
bed&breakfast

association

American Bed and Breakfast Listings A Google (181

= How can you know if your TM is used?

= Who is the cybersquatter?

= Where is the cybersquatter?



http://www.icann.org/udrp/
http://www.namedroppers.com/
http://www.networksolutions.com/en_US/whois/index.jhtml
http://www.zooknic.com/

07/11/2010

2.2. UDRP, the first transnational
electronic procedure

= Uniform Domain Name Dispute Resolution
Policy
= Private rules

= Pyramidal implementation:
« defined by the I.C.A.N.N.
» adopted by the registrars

» accepted by the purchasers

—anyone who registers a (gTLD) domain name is
bound by UDRP rules & accepts the principle of
electronic proceedings

UDRP, an example of a widely
used ODR system
= Only for disputes between trademark
holders and domain names holders
= Inspired more than 50 similar procedures

Why such an ODR system?

= Abusive registrations of domain names

= Diversity of judicial responses
 Length of proceedings
* Competency
» Enforcement

= Effects of legislative initiatives, if any

= Prevention tools hard to put in place

33

A now 10 years old ODR system

= International and uniform procedure to
address cybersquatting disputes

= Mandatory

= Does not prevent parties to go before a
national court

5 ICANN-approved UDRP
providers

= \WIPO Arbitration & Mediation Center
= National Arbitration Forum
= CPR Institute for Dispute Resolution

= Asian Domain Name Dispute Resolution
Center

= Arbitration Center for EU Disputes

[ T eResolution stopped Nov. 30, 2001]

Internet Corporation
for
Assigned Names
and Numbers (ICANN)

Registries —_— Registrars

Registrants

36



http://arbiter.wipo.int/domains/cases/all.html
http://www.arb-forum.com/
http://www.cpradr.org/
http://www.adndrc.org/adndrc/index.html
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Upsides & downsides

= Strengths:
* Domain ‘on hold’
(article 8)
* Rapidity
» Costs
» Enforcement (3.c)

= Drawbacks:

« Language

* Publicity

« Only for trademarks

* Only against frauds

* No punitive damages

« Written & abstract
communications,
5,000 words limit

* Not for all the TLDs

— But inspired 50 similar
procedures

Fees
.com, .org, .net,
.info %]biz WIPO 1500 $ /4000 $
.com, .org, .net, NAR 1300 S/ 2600 6

.info, .biz

.com, .org, .net, | CAC (Arbitration

Center for Internet | 1300 € / 3100 €

.info, .biz '
Disputes)

38

(Quick) visit of an ADR platform

ARBITRATION CENTER
FOR .EU DISPUTES

........

)

40

Access to a case in particular

a1

Communication with the parties

S P -

g hom ot

42



http://arbiter.wipo.int/domains/cctld/index.html
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Decisions for Complainants and Respondents (%)
Number of Complaints filed per provider each month
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Comparison of provider market shares
Graph 2b - ARBITRATION CENTERS against average time to resolve disputes
% OF DOMAIN NAME TRANSFERS & CANCELLATIONS PER
TOTAL NUMBER OF DECISIONS
Provider .
5o Average Time 1o roS01Y | rarket share
5 —— WIPO
23 —=— NatArb e
é ur} 45 50.08%
] —+—eRes
I.OI- g MAF
B 37 35.90%
eResolution
Jan-00 Feb-00 Mar-00 Apr-00 May-00 Jun-00 s e o
NTH
ADNDRC [/
CPR
unknown <1%
45 46

. y . .
E-Resolution’s changing Panelist
composition
= « Clients do not pay their attorneys to obtain "justice".
Clients pay attorneys to win. The last thing the [attorney]
wants in an arbitrator is someone who is going to think.
The [attorney] wants someone who is going to listen to pate L emic. ™ loracttioner % Total
be persuaded to find in the client's favour. (...) A Panslists K70 panelists T 20" panelists
practical attorney would not ... pick an arbitration
provider wherein at least one of the members is known 7/4/2000 w o . - "
to have some kind of association with material critical of
the interests of trademark holders with regard to the 26/9/2001
UDRP. Especially not, ... to save $250 » 2+ 24% L 76% 100
- John Berryhill, The UDRP Provides Disputable
Resolution Incentives’ (2000)
47 48
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Press Release 435

Geneva, January 25, 2008

WIPO RESPONDS TO SIGNIFICANT CYBERSQUATTING ACTIVITY IN 2005

Ui (abusive regist
i ared Mediation Center. This

e highestin fouryears a
Franeis Gury, Depusy Dirsetor
anirated n the com domain, afantion must a3 be

ies, Trms an a signiicart rumber of
g i

AP Ce MR ILRTS3E I NG O3 NAME NG AN 35RO

9L O3NSISHS Qr3wem O he Comar's st of 400 rasem:
ing 63 cass, pansists subme heir de<isir

£ 10 Q2900 13 e SUSEENTR Y
n o Fansfer 3 domain nama Is nal

= que i e wor an
sl o o dutalied

Right to go before a national
court

= Article 4.K

* These mandatory administrative proceeding
requirements do not prevent parties from submitting
the dispute to a court of competent jurisdiction for
independent resolution before such mandatory
administrative proceeding is commenced or after
such proceeding is concluded

= UDRP decision is implemented within 10 days
unless the arbitration center is notified that a
complaint has been submitted to a court

« Defendant only keeps during a brief period the right to
go before a court

« Effect: limitation of the right to appeal?

Other remarks

= Selection of the Provider (4.d) but not the panelist

= Paragraph 15(a) of the supplemental Rules addresses the
principles to be used in rendering a decision:

« "A Panel shall decide a complaint on the basis of the statements
and documents submitted and in accordance with the Policy,
these Rules and any rules and principles of law that it deems
applicable.”

Estimated number of cases:
+33,000 [yesterday]

UDRP Cases

Displaying results 1 - 10 of 33127 malches Show 101251501 100 results par page

m 1348707 WynRENcoremaca. com Wynn Resorts Holdings, LLC Cieksly Oleksly lu%

03-440v-2010 12:55pm L) 0 Commants 7 Follow case

TRANSFERRED)

m 1348353 churchilcarinsurance org  Churchill Insurance Co. Ltd Coosdge road productions

03-Nov-2010 12:54pm [ 0 Comments & Follow case

Victoria's Secret Stores Brand

c,t,
kg =
H(E
SR g

m 1348312 victoras-secret.gicards com ioeE SRETEL Quest cio Martin Wong
03:Nov-2010 12:54pm ) 0 Comments 7 Follow case

WESSIArgo com TRANSFERRED]
m 1347807 wksTag com Wiells Fargo & Company Purple Bucquet s

03-Nov-2010 12:54pm L) 0 Comments 1y Follow case

= Cultural and legal influences m 1347369 lanebyrant com Charming Shoppes, Inc Kiansu Thol m@
m 1347207 enterprpise com Enterprise Holdings, Inc Domain Adnin / Privacy Protect Jfl‘;i‘;é‘?i
51 |||;3:1STM : natwesicards com MNational Westminster Bank pic Legaiweb UK Lid / James Booker m@
When is the U.D.R.P. applicable? 3. Practice of the U.D.R.P.
4 a. Applicable Disputes. You are required to 3.1. "Your domain name is identical or
submit to a mandatory administrative proceeding . S
in the event that a third party (a "complainant”) confusingly similar to a trademark or
asserts to the applicable Provider, in compliance service mark in which the complainant
with the Rules of Procedure, that has rights”
(i) your domain name is identical or confusingly 9
similar to a trademark or service mark in which
the complainant has rights; and
(i) you have no rights or legitimate interests in
respect of the domain name; and
(iii) your domain name has been registered and
is being used in bad faith.
53 54



http://www.udrpinfo.com/
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"trademark or service mark"

= |s Cho Yong Pil a trademark?

= "ltis not disputed that the Complaint’'s name Cho Yong
Pil is essentially the same as the Respondent’s domain
name <CHOYONGPIL.COM>. However, it should be
reviewed whether the name Cho Yong Pil functions as
the Complainant’'s mark. It is noted that the Complainant
has no trademark or service mark registration of the
name and that the ICANN Policy and Rules do not
require that the Complainant’'s mark be registered with a
government authority or agency for such right to exist"

(D2000-0754)

56

= Here, the passing off is likely given Cho Yong
Pil's fame, especially in Korea and Asia.
Accordingly, the Panel determines that the
Complainant has shown that the fame in his
name Cho Yong Pil is sufficient to give the
Complainant trademark or service mark rights
for the purpose of the Rules. The Panel thus
concludes that the domain name
<CHOYONGPIL.COM> is identical or
confusingly similar to the Complainant’s mark,
Cho Yong Pil.

Names of celebrities

juliaroberts.com (D2000-0210)
isabelleadjani.net (D2000-0867)
nicolekidmannude.com (D2000-1415)
venusandserenawilliams.com (D2000-1673)
madonna.com (D2000-0847)

sting.com (D2000-0596)

= brucespringsteen.com (D2000-1532)
amymiller.com (D2001-1071)

58

Ty i

v i Coman-&@a™mD

"identical or confusingly
similar"
= Adjunction of
TLD (.com, .net) or www: D2002-0425
figure (2, 3): D2002-0267, D2002-1048
hyphen: D2002-0037
‘e-: D2001-0039
‘group’: D2002-1166
descriptive term to a famous TM: D2004-0043

(sofitelcancun.com) or name of a product: D2000-
0306 (armani-sunglasses.com)

60

10


http://arbiter.wipo.int/domains/decisions/html/2000/d2000-0754.html
http://arbiter.wipo.int/domains/decisions/html/2000/d2000-0210.html
http://arbiter.wipo.int/domains/decisions/html/2000/d2000-0867.html
http://arbiter.wipo.int/domains/decisions/html/2000/d2000-1415.html
http://arbiter.wipo.int/domains/decisions/html/2000/d2000-1673.html
http://arbiter.wipo.int/domains/decisions/html/2000/d2000-0847.html
http://arbiter.wipo.int/domains/decisions/html/2000/d2000-0596.html
http://www.brucespringsteen.com/
http://arbiter.wipo.int/domains/decisions/html/2000/d2000-1532.html
http://arbiter.wipo.int/domains/decisions/html/2001/d2001-1071.html
http://arbiter.wipo.int/domains/decisions/html/2002/d2002-0425.html
http://arbiter.wipo.int/domains/decisions/html/2002/d2002-0267.html
http://arbiter.wipo.int/domains/decisions/html/2002/d2002-1048.html
http://arbiter.wipo.int/domains/decisions/html/2002/d2002-1048.html
http://arbiter.wipo.int/domains/decisions/html/2002/d2002-1048.html
http://arbiter.wipo.int/domains/decisions/html/2002/d2002-0037.html
http://arbiter.wipo.int/domains/decisions/html/2001/d2001-0039.html
http://arbiter.wipo.int/domains/decisions/html/2002/d2002-1166.html
http://arbiter.wipo.int/domains/decisions/html/2004/d2004-0043.html
http://arbiter.wipo.int/domains/decisions/html/2000/d2000-0306.html
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“identical or confusingly
similar"

Bam s Gact W R cuz oo 0 G

The Respondent contends that he has rights and legitimate interests in
the domain name on the basis of the fact that he has registered — . com
for the official and non-commercial website of an organization named
"Sankyo Art Salon", which the Respondent participated in founding.
Especially, the Respondent points out that — 1 comprises two Japanese
kanji. — (meaning "three") and 1i(meaning "together™) and., thus. that
the term —3E is descriptive in Japanese. —# in Chinese has the same
meaning. The Respondent contends that "Sankyo Art Salon.” for which
the Respondent contends to have registered the disputed domain name, is
designed for an art presentation mode that combines three artistic forms
of literature, music and painting together. Since MDN cannot function
properly to this day. the Respondent has registered a domain name san-
gong.com (san-gong is the pronunciation of —H: in Chinese) and is
constructing a website under this domain name. See http://swww.san-
gong.com. Accordingly, the Respondent contends that, just as many
other Japanese firms use the name .3 in their business, the Respondent
has the equal rights to use this name as the domain name for a non-
e

H . —— E
commercial website. [——— H

Are disparaging names
confusingly similar to TM?

= wallmartcanadasucks.com (D2000-1104)
« "I'do not see how a domain name including "sucks" ever can be
confusingly similar to a trademark to which "sucks" is appended”
= fucknetscape.com (D2001-0918):

« "The Panel regards it as inconceivable that anyone looking at this
Domain Name will believe that it has anything to do with a company of
such high repute as the Complainant. It is manifestly, on its face, a
name, which can have nothing whatever to do with the Complainant. It
is a name, which, by its very nature, declares that it is hostile to
Netscape"

= guinness-beer-really-really-sucks.com (D2000-
0996)

= accorsucks.com (D2001-0007)

62

= (...)Inthe absence of any Response from the Respondent, this
Administrative Panel accepts that in the present state of
development of the jurisprudence in this area, in cases where the
administrative panel is being guided by the principles developing in
the laws of the USA, the appropriate test to apply is the multi-factor
test set forth in the decision of the United States Court of Appeals
for the Ninth Circuit in AMF Inc. v. Sleekcraft Boats, 599 F.2d 341
(9th Cir. 1979). In doing so, this Administrative Panel is conscious
that this test may not be entirely suited to the determination of these
issues as can be seen from the difficulties experienced by this
Administrative Panel in its application (infra). Nonetheless it is the
test that has been applied in a number of cases where there has
been a "-sucks" element. Furthermore, in the present case the
Complainant has submitted that this is the appropriate test to apply
and the Respondent has made no submissions on the point. In the
circumstances, this Administrative Panel with some reservations,
accepts that this is the appropriate test to apply. (...)

= (...) As to similarity of the marks: In comparing the marks
for similarity, this Administrative Panel has used the
formula suggested by the Complainant, and compared
each in their entireties, as to appearance, sound,
connotation and commercial impression. In the absence
of any submissions by the Respondent, this
Administrative Panel accepts that this is the appropriate
approach to take. In applying this formula, this
Administrative Panel has compared each of the said
domain names with each of the Complainant’s
trademarks and accepts that insofar as each of them
include the word "guinness" as the only or first word in
the sequence of words, there is certainly a degree of
similarity in each case. (...)

64

= (...)"itis likely (given the relative ease by which websites
can be entered) that such users will choose to visit the
sites, if only to satisfy their curiosity. Respondent will
have accomplished his objective of diverting potential
customers of Complainant to his websites by the use of
domain names that are similar to Complainant’s
trademark."

= As the Internet extends far beyond the Anglophone
world, a more difficult question arises as to whether non-
English speaking users of the Internet would be
confused into believing that such a site is owned and/or
controlled by the Complainant. Because the word "-
sucks" is a slang word with which all English speakers
may not be familiar, this Administrative Panel concludes
that there may well be circumstances where Internet
users are not aware of the abusive connotations of the
word and consequently associate the domain name with
the owner of the trademark. (...)

Complaints can be denied

= asdasucks.net (D2002-0857)

66
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http://arbiter.wipo.int/domains/decisions/html/2000/d2000-1791.html
http://arbiter.wipo.int/domains/decisions/html/2000/d2000-1104.html
http://arbiter.wipo.int/domains/decisions/html/2001/d2001-0918.html
http://arbiter.wipo.int/domains/decisions/html/2000/d2000-0996.html
http://arbiter.wipo.int/domains/decisions/html/2001/d2001-0007.html
http://arbiter.wipo.int/domains/decisions/html/2002/d2002-0857.html
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= Whatis meant by "confusingly similar"? In the view of
the Panel, if the word "confusingly" is to be given any
meaning, the expression cannot equate to "similar". The
Panel construes "confusingly similar" in this context to
mean that the Domain Name, by reason of its similarity
with the Complainant’s trade mark, is likely to lead to a
substantial (i.e. not insignificant) level of confusion
among Internet users.

= What sort of confusion? A confusion in the minds of
Internet users that the Domain Name is or may very well
be a domain name belonging to the Complainant or
licensed by the Complainant. This is consistent with the
meaning of the term "confusingly similar" in the trade
mark context (which is appropriate in that the Policy is
expressly designed to protect the legitimate interests of
the trade mark owners) and the Panel can think of no
other type of confusion that could be said to apply. (...)

In the view of the Panel the only possible confusion will be among
Internet users, who are aware of the existence of the Complainant,
who are not fluent in English and who do not therefore appreciate
the significance of the ‘-sucks’ suffix. The Complainant has not
sought to put this argument to the Panel in this administrative
proceeding; nonetheless, the Panel has examined the
Complainant’s website for signs of a foreign clientele and has found
nothing of relevance. The website is an English language website
devoted essentially to a UK orientated business. Accordingly, the
Panel finds that this potential is not applicable in this case. Internet
users unfamiliar with the English language, yet aware of the
existence of Asda are unlikely to exist in significant numbers.

In the result the Complainant has failed to prove that the Domain
Name is confusingly similar to a trade mark or service mark in which
the Complainant has rights and the Complaint fails.

68

Prevent abusive registrations?

= Creation of Verizon verizen
 Registration of verizon.com
 and of verizonsucks.com

= verizonreallysucks.com
= verizonhadanalsexwithmydog.com et...

= verizonshouldspendmoretimefixingitsnetw
orkandlessmoneyonlawyers.com

Prevent abusive registrations?

[2]

Sprint: ihatesprint.com

Capital One: capitaloneisevil.com

Altria: altria-kills.com

Wal-Mart: walmartunion.biz et tous les mots combinant

“child labor" & "Wal-Mart"
washingtonpostconfusion.com,
satanlovesthewashingtonpost.com et
thewashingtonpostspeakstojesus.com

Washington Post:

Air France: procesdumontsainteodile.fr, air-inter-proces-
du-mont-sainte-odile.fr, proces-du-mont-sainte-odile.fr, crash-du-
mont-sainte-odile.fr, accident-du-mont-sainte-odile-air-inter.fr, air-
inter-crash-du-mont-sainte-odile.fr, proces-du-mont-sainte-odile-air-
inter.fr, accident-du-mont-sainte-odile.fr,
airinterprocesdumontsainteodile.fr, crash-du-mont-sainte-odile-air-
inter.fr, accident-du-mont-sainte-odile.fr, crashdumontsainteodile.fr,
accidentdumontsainteodile.fr, procesdumontsainteodileairinter.fr
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Prevent abusive registrations?

[3]

= Johnson & Johnson, owner of Splenda®, has registered:

splendasucks.net, org, biz, .inf

n
thefactsaboutsplenda.com, .net, 0rg, biZ, inf
thespiendadangers.com, iet, 0rg, biz,.inf
hesplendafacts.com,.nt, .0r, biz, nfo
victimsofsplendz.com, .net,.org; .biz, info
thetruthaboutsplenda.net, .org, -biz, inf
org, biz, in
net, org, biz, info
M, Net, 0rg, biz, info -—
om, .net,.org, biz, .info
m, .net, org, biz, info - —
net, org. .info, biz docrn __ Sozzsn
net, .org, .biz, .info — ‘sw ™
ndaalert.com, .net,.0rg, .biz, info - — ¥
ndafact net,.org, .biz, info
net,_org, .biz,.info

truthaboutsplenda.info, biz
lendasideeffects.com, .net, org, biz, .info
outsplenda.com
allaboutsplenda.net
banonsplenda.com
bittertruthaboutsplenda.com, .net,.org, .biz, .nfo
o

28

splendaisnotsafe.com, net, .org, biz, .info
splendaisnotsosweet.com, net, .org, biz, .info

thetruthaboutsplendasafety.com, .net, .org, .biz, .info

3.2. You have no rights or legitimate
interests in respect of the domain name

= textilewebsite.com (D2000-1144):

"The present Respondent operates a business
based on the name "textilewebsite" and a
website of the same name (.com). The
Respondent does not claim to have registered
"textilewebsite" as a trademark but uses it as a
business identifier and in the present context it is
not necessary for a trademark to be registered
for rights to accrue to its user"
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07/11/2010

What are ‘rights’ or ‘legitimate
interests’?

= highclass.com (D2000-0100)

= americanhomeproducts.com (D2000-1239)
= technicard.com (NAF 94308)

= lovelygirls.com (D2000-1270)

= elephantsanctuary.org (D2000-1190)

= yourenergysource.com (NAF 96364)

= dw.com (D2000-1202)

= scorpions.com (D2001-0787)

= chantellebra.com (D2001-1181)

3.3."Your domain name has been
registered and is being used in bad faith"

= justdoit.net (D2002-0544)

« "the Complainant must show that the domain name both has
been registered and is being used in bad faith.

* Presumably, as there is no proof to the contrary, Respondent’'s
purpose in obtaining the <justdoit.net> in 1997 was to use it as
its main web page. As the only proof of the content of this "main
web page" is Respondent’s assertion that it highlighted its
"funding, consulting and media offered services," there is
insufficient proof of a "bad faith" registration."
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Registration and use in bad faith

= nikepark.com, nikepark.net, nikemen.com,
nikegolf.net, nikeshops.com (D2002-0352)

* "In the Complainant’s submission number 2 as set out in para.
5.4 above it asserts that "Respondent's use and registration of
these domain names has prevented Complainant from using its
own world-famous trademark in these domain names. This
conduct constitutes bad faith registration and use of the domain
names under controlling law and precedent.” But, what was this
use? There must be something beyond mere registration and it
should be a use at the time of the commencement of the UDRP
proceedings. It is the opinion of this Panel that mere continuous
ownership is not sufficient.”

Registration and use in bad faith

= armani.com (D2001-0537)
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3.4. UDRP proceedings in
practice
» From the point of view of:

* the complainant [3.4.1]
« the respondent [3.4.2]

3.4.1. From the complainant’s
point of view

= Strategic reasons:

- Locate and notify the respondent

- Domain name « on hold »

- Speed
- e-filing (transmission of documentation: 3 days)
- response: 20 days
- decision: 14 days

- Enforcement
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Other upsides

= Possibility to refile (# non bis in idem)
= Abuse of procedure cannot be sanctioned

Possible drawbacks

= Publicity
= Language of the proceedings

= Obligation to accept the competence of the
jurisdiction where the registrar is based or the
defendant has domicile

= Only written and abstract communications
= Limitation of the number of words

= Obligation to accept a non liability clause of the
centre

= Culture of the expert...
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Powers of the panel

= Article 10:

* (@) The Panel shall conduct the
administrative proceeding in such
manner as it considers appropriate
in accordance with the Policy and
these Rules. ...

* (d) The Panel shall determine the
admissibility, relevance, materiality
and weight of the evidence.

Panel decisions

= Article 15 (a)

» A Panel shall decide a complaint on the basis
of the statements and documents submitted
and in accordance with the Policy, these
Rules and any rules and principles of law that
it deems applicable
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No damages

= Atrticle 4.(i):

+ The remedies available to a complainant pursuant to any proceeding
before an Administrative Panel shall be limited to requiring the
cancellation of your domain name or the transfer of your domain name
registration to the complainant

= No (punitive) damages

L] Nota article 10.k of « .be » names registration rules

The dispute resolution fee is payable by the Complainant. However, if the Third-
party Decider concludes that the domain name registration needs to be struck
out or transferred, DNS BE shall repay the total of these costs to the
Complainant and reclaim the thus repaid costs from the domain name holder.
Upon DNS BE's first request, the domain name holder shall reimburse the repaid
amounts. The domain name holder shall not have a right of recourse against
DNS BE, the Dispute Resolution Entity, the Third-| Earty Decider or the
Complalnant for the thus suffered financial loss. The potential financial loss for
the domain name holder is the risk that the latter took for the speculative
registration of domain names on which third parties have rights.

3.4.2. From the respondent’s
point of view

= No damages

= Evidence tricks

* brucespringsteen.com (2001 - D2000-1532)
—Nov. 2000 @ Feb. 2001

ZEN
L HOR!
Iﬂb?i}’klﬂﬂ’fiiﬂ -4

Conrtoly Ruswio Polls
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Drawbacks

= No anonymity
= No transparency of panel selection
= No possible challenge of the panel

* Article 7

— A Panelist shall be impartial and independent and shall have,
before accepting appointment, disclosed to the Provider any
circumstances giving rise to justifiable doubt as to the
Panelist's impartiality or independence. If, at any stage
during the administrative proceeding, new circumstances
arise that could give rise to justifiable doubt as to the
impartiality or independence of the Panelist, that Panelist
shall promptly disclose such circumstances to the Provider.
In such event, the Provider shall have the discretion to
appoint a substitute Panelist

Right to a fair trial?

= UDRP designed for quick resolution of
disputes

= Convention for the Protection of Human
Rights and Fundamental Freedoms,
Article 6.1

« everyone is entitled to a fair and public
hearing within a reasonable time by an
independent and impartial tribunal established
by law
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NEWS B EVENTS (i
{

Press Release 435

Geneva, January 25. 2006

WIPO RESPONDS TO SIGNIFICANT CYBERSQUATTING ACTIVITY IN 2005

Unequal treatment

= No precedential authority

= Burden of evidence:
 on the complainant

* but silence kept by the respondent often plays
against it
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Reasoning

= Low cost procedure & Quality of
reasoning (?)
* e-auto-parts.com (2000 - D2000-0120):

—Itis possible that Respondent does have some
legitimate interest in respect of this name. For
example, it is possible that this is one in a series of
domain names registered by Respondent that
contain descriptive terms that Respondent has
registered for purposes of resale. (...) But it also is
possible that Respondent registered this name
knowing of Complainant’s rights and hoping to
force Complainant to purchase the name at a
premium

Lawfulness?

= |s this system legal?

= Opinion dismissing claims against U.S.
Department of Commerce in Bord v.
Banco de Chile (205 F. Supp. 2d 521)
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The future of UDRP

= Technological sophistication

= Example: 100% electronic
proceedings

* « When a Party is obligated to submit a hardcopy to
the Provider, this obligation can also be satisfied
when the Party uses advanced electronic signatures
based on a qualified certificate and created by a
secure-signature-creation device, for the purposes of
signing and filing the respective documents via the
on-line platform of the Provider. » [ADR.eu
Supplemental Rules, Paragraph A5]

The future of ODR

= A legal trend encouraging ODR
development in the EU

» 2007: Regulation
» 2008: Directive project
» 2009: Case law
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Regulation on small claims
procedure

= EC Regulation 861/2007 [July 11, 2007]
= Article 8

* The court or tribunal may hold an oral hearing
through video conference or other
communication technology if the technical
means are available

Mediation in civil and
commercial matters

= On April 23, 2008, the European Parliament formally

approved the Council's common position on Mediation

« The purpose of the Directive is to facilitate access to dispute

resolution and to promote the amicable settlement of disputes by
encouraging the use of mediation and by ensuring a sound
relationship between mediation and judicial proceedings
The Directive applies to processes where two or more parties to
a cross-border dispute of a civil or commercial nature attempt by
themselves, on a voluntary basis, to reach an amicable
settlement to their dispute with the assistance of a mediator
The Directive only applies to cross-border disputes, although it
does not prevent Member States from applying the provisions of
the Directive to internal mediation processes.
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ECJ ruling, 2009

= Joined Cases C-317/08 to C-320/08,
Rosalba Alassini and Others

= Opinion of Advocate General [Nov. 19, 2009]

» A mandatory dispute resolution procedure
without which judicial proceedings may not be
brought does not constitute a disproportionate
infringement upon the right to effective judicial
protection

ADRIEH
The ADR .eu initiative [1]

= A multilingual ODR platform for consumer disputes

» You are a consumer from Salerno, and bought a product online
from a Swedish provider. You are not satisfied with the product

* You file a complaint on-line in Italian; the Swedish online seller
would be able to read this complaint in Swedish and
communicate with the you in Swedish. You would communicate
back in Italian

« A decision will be provided in Italian, Swedish and English and
will be implemented by the online provider without delay,
otherwise the online provider will loose the right to use the
system (and consumers will shop elsewhere)
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[A0R |
The ADR .eu initiative [2]

This initiative would create:

« amultilingual ODR solution
« more trust, and thus encourage e-commerce development [
Financing: ( l ‘ *
« small regular contributions from online providers who subscribe to the -
system for the resolution of their consumer disputes

— Inreturn, they can use a trust mark

consumers will pay a nominal fee if they proceed to
mediation/arbitration.

Has support from the European Commission and European
Parliament cedric.manara@gmail.com
The project should have been launched on January 1, 2010
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